PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application No.: 09/231,854 
Filing Date: January 14, 1999 

Applicant: Michael A. Martinelli et al. 

Group Art Unit: 1632 
Examiner: Shawna J. Shaw 

Title: METHOD AND SYSTEM FOR NAVIGATING A 

CATHETER PROBE 

Attorney Docket: 5074A-000032/REA 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

REQUEST FOR CORRECTION OF POWER OF ATTORNEY AND 
CORRESPONDENCE ADDRESS 

Sir: 

Surgical Navigation Technologies, Inc., an assignee of record, has filed two 
separate Statements Under 37 CFR 3.73 (b) and Powers of Attorney. Both of the filed 
Statements Under 37 CFR 3.73 (b) and Powers of Attorney included a power of attorney 
to the attorneys associated with and a request to change the correspondence address to 
the address associated with Customer Number 27572, which is Harness, Dickey & 
Pierce, P.L.C. having an address of P.O. Box 828, Bloomfield Hills, Michigan, 48303. 
Both Statements and Powers of Attorney were received by the United States Patent and 
Trademark Office, as indicated by date stamps thereon. The first is date stamped 
December 30, 2004 (enclosed herewith under Tab A) and the second is date stamped 
June 1, 2005 (enclosed herewith under Tab B). 

Although the Office received and date stamped both Statements and Powers of 
Attorney, PAIR indicates that the attorney name and correspondence address in the 
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subject application remains with the original attorney. A print-out from PAIR dated 
December 16, 2008 (enclosed herewith under Tab C) incorrectly shows the original 
attorney and correspondence address. 



The assignee respectfully requests that the Office confirm receipt of the 
Statements and Powers of Attorney, previously filed, and change the attorney and 
correspondence address to the correspondence address associated with Customer 
Number 27572 of Harness, Dickey & Pierce, P.L.C. having an address of P.O. Box 828, 
Bloomfield Hills, Michigan, 48303. 



HARNESS, DICKEY & PIERCE, P.L.C. 

P.O. Box 828 

Bloomfield Hills, Ml 48303 

(248)641-1600 

Date: December 22. , 2008 



Respectfully submitted, 




Richard W. Warner 
Reg. No. 38,043 
Attorney for Applicants 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application No.: 
Fijing Date: 
Applicant: 
Group Art Unit: 
Examiner: 
Title: 



09/231,854 
1/14/1999 
Martinelli etal. 
3737 

Shawna J. Shaw 

METHOD AND SYS FROM NAVIGATING A 
CATHETER PROBE 



Attorney Docket: 5074A-000032/REA 



Director of the United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 



STATEMENT UNDER 37 CFR 3.73(b) AND POWER OF ATTORNEY 

Under 37 C.F.R. § 3.73(b), the undersigned hereby states that the below-named 
Assignee is an assignee in the above-identified Application: 

Assignee: Surgical Navigation Technologies, Inc. 
826 Coal Creek Circle 
Coal Creek Corporate Center One 
Louisville, CO 80027 

The documentary evidence of a chain of title from the original owner to the Assignee is 
provided In the Assignment Document(s): 



□ 



filed herewith, 

previously filed, 

Reel No. , Frame No. 



POWER OF ATTORNEY 

^ I hereby appoint each practitioner at Customer No. 27572 of Harness, Dickey & Pierce, 
P.LC, my attorney with full power of substitution and revocation, to prosecute this application 
and to transact all business in the Patent and Trademark Office connected therewith. 



I request the Patent and Trademark Office to direct all correspondence and telephone 
calls relative to this application to Customer No. 27572. Harness, Dickey & Pierce, P.LC., P. O. 
Box 828, Bloomfield Hills, Michigan 48303 (248) 641-1600. 

The undersigned, whose title is supplied below, is empowered to sign this certificate on 
behalf of the assignee, 



CORRESPONDENCE ADDRESS 



RESPECTFULLY SUBMITTED, 





Name: Mark W, Hunter 
Title: Group Director Business Development 
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ASSIGNMENT ^ 

This agreement is made and entered into as of the day Q ft^*j-^-*^"\ 

("Effective Date 11 ), by and between Michael A. Martinelli, PLD., an individual, located at 58 
Wedgemere Avenue, Winchester, MA 01890, Winchester Development Associates, a sole 
proprietorship located at 58 Wedgemere Avenue, Winchester, MA 01890, and Enterprise Medical 
Technology, a Massachusetts corporation having offices at 20 Acorn Park, Cambridge, MA 02140- 
2390 (hereinafter "Assignors"), and Surgical Navigation Technologies, Inc., a Colorado corporation 
having a principal office at 826 Coal Creek Circle, Coal Creek Corporate Center One, Louisville, CO 
80027 (hereinafter "Assignee"). ; 

BACKGROUND 

Assignors collectively own all right, title, and interest in and to all patents and patent 
applications identified in Schedule A, the inventions disclosed and claimed therein, and all patent 
applications that rely on any of the patents and/or patent applications for priority (hereinafter 
"Patents"). 

Assignors collectively are the owner of certain unpublished research and development 
information, unpatented inventions, know-how, trade secrets, and technical data relating to the 
design and development of electromagnetic position tracking systems (hereinafter "Proprietary 
Information"), a list identifying the Proprietary Information is attached as Schedule B. 

Assignee desires to acquire, and Assignors are willing to assign to Assignee, all of Assignors' 
right, tide, and interest in and to the Proprietary Information, the Patents, and any inventions 
disclosed and/or claimed in the Patents and any improvements therein, all of which will be 
hereinafter collectively referred to as "Intellectual Property". 

GRANT 

NOW, THEREFORE, for valuable consideration, the receipt and sufficiency of which is 
hereby knowledge, Assignors hereby transfer, grant, convey, assign, and relinquish exclusively to 
Assignee, its successors and assigns, all of Assignors' right, tide, and interest in and to the Intellectual 
Property including the Proprietary Information, as well as the Patents, the inventions claimed in the 
Patents and any patent applications in any country directed to the inventions claimed therein, all 
continuations, continuation-in-part applications, divisionals, reissues, reexaminations, renewals and 
extensions thereof, and all rights to claim priority on the basis of the Patents or the patent 
applications, and all accrued causes of action for damages for hfidbgement thereof 

In furtherance of this Agreement, Assignors hereby acknowledge that, from the Effective 
Date forward, Assignee has succeeded to all of Assignors' right, title, and standing to receive all 
rights and benefits pertaining to the Intellectual Property, institute and prosecute all suits and 
proceedings, and take all actions that Assignee, in its sole discretion, may deem necessary or proper 
to collect, assert, or enforce any claim, right, or title .of any land under any and all of the Intellectual 
Property, whether arising before or after the Effective Date, defend and compromise any and all 
such actions, suits, or proceedings relating to such transferred and assigned rights, tide, interest, and 
benefits, and do all other such acts and things in relation thereto as Assignee, in its sole discretion, 
deems advisable. Assignors hereby authorize and request the Commissioner of Patents and 
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Trademarks of the United States and any official of any foreign country whose duty it is to issue 
patents on applications as described above to issue all Letters Patents for inventions to Assignee, it 
successors and assigns, in accordance with the terms of this agreement 

Assignors shall execute and deliver to Assignee, from time to time after the date hereof upon 
the request of Assignee, such further conveyance instruments as may be necessary or desirable to 
evidence more fully the transfer of ownership of all the Intellectual Property to Assignee, or the 
original ownership of all the Intellectual Property on the part of Assignors, to the fiiUest extent 
possible. Assignors further agree to provide testimony in connection with any proceeding affecting 
the right, tide, interest, or benefit of Assignee in and to the Intellectual Property and to perform any 
other acts deemed necessary to carry out the intent of this Agreement Assignee shall reimburse 
Assignors for any and all costs reasonably incurred by Assignors in performance under this 
paragraph. 

This Agreement shall inure to the benefit of, and be binding on, the parties hereto together 
with their respective legal representatives, successors, and assigns. 

IN WITNESS WHEREOF, the parties hereto have executed this Agreement under seal the 
day and year first above written. 

For and on behalf of 




For and on behalf of MY 2fi!fff®? i0N EXPIR ES 

WINCHESTER DEVELOPMENT ASSOCIATES SWORN TO BEFORE ME Y 20 ' 2006 
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hereby declare acceptance of the assigned rights as mentioned above: 



For and on behalf of 

SURGICAL NAVIGATION TECHNOLOGIES, INC. 



Br. 



Full Name WlLLlAlA I~JuaI7&Z 

Capacity : Sg. b/gfg.7a* , *&</StA*-S? hz\S*J<rpjrf~ 



SWORN TO BEFORE ME 

This oH-Hi dayp^ i^cjunbah., 200^-. 
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SCHEDULE B 
Invention Disclosures Entitled: 

e Navigation Catheter Based Coronary Artery Bypass; 
o Self-Calibrating System for Navigating a Catheter Probe; 
© Patient Shielding System for Magnetic Navigation System; 

* High U-Core Ultra Small Navigated Sensor; 
« Soft Tissue Morphed Display; 

© Correcting Navigation Errors Due to Nearby Objects that are Electrically Conductive, 

March 20,1 999 (with input from Surgical Navigation Technologies, Inc.); 
« Non-Overlapping Navigation Coil Structure, March 21, 1999 (including documents reladng 

to removal of vertical end coils); 
» Calculating Magnetic Field Equations with Infinite Conductive Sheet or EM Shield Method 

(O.K. table correction), March 3, 1999; 
» Navigating a Ferromagnetic Electrically Conductive Tool Simultaneously with the 

Navigation of a Catheter, April 15, 1999; 
» Disturbance Correction Using Known Sensor Placement - Error Elimination Technique, 

April 20, 1999; 

a Disclosure 5/9/99: Correcting Navigation Errors Due to Nearby Objects that are 
Electrically Conductive - A Generalized Approach (Background - see 3/20/99 disclosure). 

Know-How Directed To: 

* Product Concept Device; 
« Prototype Designs: 

i) . Coils set design software and shielding technology; 

ii) . Coil driver technology; 

iii) . Pre-amplifier; 

iv) . Signal extraction. 

» Navigation Software and Self Calibration; 

* Fabrication Techniques and Material Suppliers/ Contractors; 

e Know-how and trade secrets acquired by EMT from Intra-Sonix, Inc. 
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This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



EXHIBIT B 



i 



PATENT 



Application No.: 
Filing Date: 
Applicant: 
Group Art Unit: 
Examiner: 
Title: 



ITED STATES PATENT AND TRADEMARK OFFICE 



09/231,854 
1/14/1999 
Martinelli et al. 
3737 

Shawna J. Shaw 

METHOD AND SYSTEM FOR NAVIGATING A 
CATHETER PROBE 



Attorney Docket: 5Q74A-000032/REA 



Director of the United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 



STATEMENT UNDER 37 CFR 3.73(b) AND POWER OF ATTORNEY 

Under 37 C.F.R. § 3.73(b), the undersigned hereby states that the below-named 

Assignee is an assignee in the above-identified Application: 

Assignee: Surgical Navigation Technologies, Inc. 
826 Coal Creek Circle 
Coal Creek Corporate Center One 
Louisville, CO 80027 

The documentary evidence of a chain of title from the original owner to the Assignee is 
provided in the Assignment Document(s); 



□ 



filed herewith, 
previously filed, 

Reel No. 015766 , Frame No. 0865 . 



POWER OF ATTORNEY 

I hereby appoint each practitioner at Customer No. 27572 of Harness, Dickey & Pierce, 
P.L.C., my attorney with full power of substitution and revocation, to prosecute this application 
and to transact ail business in the Patent and Trademark Office connected therewith. 

CORRESPONDENCE ADDRESS 

I request the Patent and Trademark Office to direct all correspondence and telephone 
calls relative to this application to Customer No. 27572, Harness, Dickey & Pierce, P.L.C., P. O. 
Box 828, Bloomfield Hills, Michigan 48303 (248) 641-1600. 

The undersigned, whose title is supplied below, is empowered to sign this certificate on 
behalf of the assignee. 



RESPECTFULLY SUBMITTED, 





Title: Group Director Business Development 
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EXHIBIT C 
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Correspondence Address 
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09/231 ,854 METHOD AND SYSTEM FOR NAVIGATING A CATHETER PROBE 


12-16- 

2008: :1 0:55:25 


Correspondence Address 


Name: 


TOBY H KUSMER 




Address: 


McDERMOTT, WILL & EMERY 
28 STATE STREET 
BOSTON MA 02109 




Attorney/Agent Information 



Reg# 


Name 


Phone 


42478 


Demsher, Ronald 


617-526-6105 


43327 


Gouges D'Agincourt, Carolyn 


617-876-0654 


26418 


Kusmer, Toby 


617-535-4065 


26618 


Lappin, Mark 


617-504-1020 


34375 


Levy, Elizabeth 


508-359-3876 


36610 


Mills, Steven 


617-994-4900 


38572 


Onello, Anthony Jr 


617-994-4900 


19248 


Schiller, Robert 


617-527-0226 


26336 


Silverstein, David 


978-470-0990 



Close Window 
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